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Tae Unirep STATES TRADE-MARK ASSOCIATIO 


522 Fifth Avenue, New York 18, N. Y. 


An Organization for the 
Protection of Trade-Marks and Trade-Names 


The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 
perform the following services for its members: 


LIBRARY OF TRADE-MARK INFORMATION 


During its sixty-six years of existence the Association has been accumulating compre- 
nensive records, files and a general library of information on trade-mark matters. Members or 
their counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 


frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where manufacturers are confronted by proposed state, federal or foreign trade- 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 


such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general services, the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff's time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and all similar matters which do not involve or imply the practice 


of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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THE NEED FOR TRADE-MARK PROTECTION AND WHAT THE | 
PATENT OFFICE CAN DO TO FURTHER IT! 





So much has been written about the service of trade-marks in the rich and active 
field of merchandising in the United States that it requires some boldness to appear 
here and attempt to say anything new on this vital subject. There are, however, 
even in this well-worked field, new problems constantly arising, problems that we 
in the Patent Office can do little ourselves to solve, but that we can do a great deal 
to solve if we can take them up with you who are especially interested in this field 
and who can give us the necessary facts and practical background against which | 
these problems arise. 

I cannot recount for you anecdotes that surround the creation of the famous 
trade-marks that have grown from awkward and unattractive words into the world- 
renowned symbols of this decade. There are fabulous and untold tales bound into 
many of them. Nor need I repeat the principles, either of law or of merchandis- | 
ing, that are supposed to separate the good marks from the bad. Frequently we 
must confess that the principles are neither clear nor conclusive. | 

What I would like to talk about are a few of the modern problems, some of them | 
old and persistent, some of them definitely the products of this war, that reveal the | 
need of trade-mark protection, and then consult with you as to what we can do 
about them. 

War produces little that is good, and always at a prohibitive cost. A nation 
does well, then, to salvage however little it can in learning and good will from the 
extravagant expenditures which war entails. 

One thing the war has done is to carry the trade-marks of all peoples into strange 
lands. Whether it be the hated banner of an enemy in an occupied country, or the 
identifying marks of the liberator, the marks have been carried to new lands. The 
first result we detect is that the “good will’ carried by the mark may be positive 
or it may be negative. The word “Nazi” and every symbol that came to mean Nazi, 
have earned a curse that nothing can ever redeem. Yet we must not forget that 
the term “Yankee,” which means so much to us, and has meant even more to those 
people whom we aided in this war, is, in some parts of the world looked upon with- 
out enthusiasm and occasionally with ill will. 

There is one danger that the owner of a good name always suffers, and that is 
the danger that the “goods” which bear the name may not be as good as its owner 
intends. Some of our war equipment, fallen into dishonorable hands, but left with 
the marks of American origin, has carried the reputation of the United States for- 





1. Paper read before the Annual Meeting of the United States Trade-Mark Association at 
New York City, May 1, 1946, by Casper W. Ooms, United States Commissioner of Patents. 
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ever in small and far away places. The owner of a good name must always exert 
more effort to repair a lapse in his good will than to create that good will anew. 

The American goods that go out into the world after this war will go out to 
most places to grateful and friendly peoples for they carry the good will not only 
of the name which the merchandise bears, but the good will of a great nation that 
has endeared itself through most of the world. But this increment of good will 
earned by a brave and victorious army is a non-recurring dividend, and as time goes 
by it will mean less and less in crowded market places. It will be only a foolish 
and disloyal merchant who will attempt to make the good will earned by others 
carry his goods. Good will is too imperishable an article to be borrowed and lent. 

The war has had a more direct effect upon many trade-mark owners than the 
indirect effect which we all share in the national good will. Think of that well- 
known mark for a canned ham product that suffered the same good-natured con- 
demnation that “corned willie” suffered twenty-five years ago. It is a good mark 
for a good product. But the diet of a large part of the world became so unvarie- 
gated, and the product suited itself so well to enrich the poor fare available, that the 
product became the direct target for all the good and bad humored criticism that 
hungry people can develop. Had the product been, like “corned willie,” anonymous, 
and without anxious parents at home, all might have been well. But that ham 
product had a wonderful trade-mark, a trade-mark that satisfies almost all the tests 
for a good trade-mark—brevity, arbitrariness, easy pronunciation and recognition— 
all the characteristic that you try so hard to find when you are devising a trade- 
mark. The wonderful trade-mark made it much easier to criticize the product, 
whether in fun or in evil humor. Today any mention of that mark anywhere in the 
world brings some re-action, and I wonder whether that re-action is good or bad. 
Only the owners can say, and perhaps their experience will prove the old chestnut 
that it doesn’t matter what people say about you as long as they keep talking about 
you. (I wonder whether Hitler could have won an election a year ago on that 
principle. ) 

Now if the result of the war and people’s hunger and the restricted diet which 
most of the world suffered had a bad effect on that good trade-mark for canned 
pressed ham, that mark is in need of trade-mark protection, but it is a protection 
that we in the Patent Office can do little to further. The only protection that you 
can give that mark, and the many others that may have been casualties of this war, 
is to protect them against war, a mission to which we must all devote ourselves in 
the next few years. And nothing will do more to protect us against war than to 
build good will for the United States and the way of life known as the American 
way. 

That isn’t something you do only with pamphlets, illustrated magazines, beamed 
radio programs, and convivial diplomacy. You can do it with good merchandise, 
bearing trade-marks that will unmistakably identify the source, so that the great 
variety of goods, the generous quantities in which they are available, and the high 
quality of each article will let the peoples of the world know that in a land where 
people are free these things are to be had in abundance, and that a people who are 
bent upon peace can devote themselves to the production of a good and rich life. 
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Do you think that it has hurt America or the principles for which she stands, 
that in every city in the world the American cigarette is an article sought after 
even more than money? Of course those cigarettes were first identified by the 
actual immediate source of them, G.I. Joe. Then the names on the packages quickly 
identified them. Today the good will that those names bear is valuable, and you 
cannot escape the conclusion that the excellence of that product has left the sugges- 
tion that the country where such things are made in such abundance has some en- 
viable qualities. 

Doubtless the great good will that American cigarette trade-marks have ac- 
quired throughout the world will tempt imitators and forgers to copy and simulate 
them. New problems of trade-mark protection will inevitably arise and we shall be 
compelled to review the entire question of strengthening trade-marks and trade- 
mark protection throughout the world, a project that we must never slight. 

How sensitive a good trade-mark may be to factors introduced by the war is un- 
mistakably indicated by the chewing gum situation. We all know how the expres- 
sion, “Any gum, chum?” became a greeting for the Yank wherever he went. New 
markets were created overnight throughout the world. New gums appeared to 
meet this need. Still the largest of the gum makers, the one with the most valuable 
marks, quietly put its marks away rather than apply them to goods made in part 
with substitute materials. It will be interesting to see what the next few years 
reveal as to the effect of that noble effort on the sales of the product when its 
quality again permits the universal use of the marks which had made it known 
throughout the war. (It may be hind-sight, but might it not have been a good idea 
to have delivered with each can of pressed ham one package of gum and one pack- 
age of cigarettes, all labeled with the same trade-mark ?) 

Whatever need for trade-mark protection these accidents of war disclose we 
can meet only by doing those things that will eliminate war. 

War has brought other problems in the trade-mark field: One brought sharply 
to my attention recently is that of a French manufacturer who placed a very de- 
sirable product on the market in Paris just before the fall of France. Communi- 
cations with the United States were broken off after only a few specimens were 
sent out of the country. No steps were taken or were available for trade-mark 
protection in the United States. An American manufacturer picked up the item, 
saw its merits, like the trade-mark, and immediately set up a business in the same 
goods with the same mark. The war is now over and the French manufacturer 
would like to introduce his article into the United States under the very appropriate 
mark which he devised for it. What can he do? The problem points the sharp need 
for further devices of trade-mark protection that will recognize the clear fact that 
a man’s markets are no longer the city or the state, but the world. 

Many other problems with respect to trade-marks have been raised by the war. 
What, for instance, will become of the trade-marks of German companies that have 
been driven from business by the war, or that have been limited in their inter- 
national trade by military control ? 

In many countries which were the enemies of Germany, a German trade-mark 
will, because of its nationality alone, become invested with a bad will and will prove 
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more of a handicap than an aid. Thus in France, any German trade-mark will im- 
mediately label the merchandise which bears it as of enemy origin. In the United 
States, a mark of Japanese origin will certainly carry no good will. 

There are many parts of the world, however, where these effects will not be 
evident and where marks, especially those of German origin, have been of great 
value. Where the German manufacturer has disappeared, will the local laws per- 
mit that mark to be snatched by the first manufacturer who wants it, and used as if 
there had been no interruption in its use? Will the purchaser be the victim of a 
practice in which the trade-mark can suddenly be employed for an almost fraudu- 
lent purpose? And where a single German mark was used in several countries, for 
example in South America, will it be permitted that several other companies, 
separate and distinct, may be authorized to use the same mark in their respective 
countries ? 

These are some of the problems the war has left with us. They are mentioned 
chiefly because they lead to a reassertion of a suggestion that has repeatedly been 
made, that the world-wide character of business demands facilities for trade-mark 
protection that will be commensurate with the need. 

We must make any recommendations for an international approach to any trade- 
mark problem somewhat shamefacedly, for we have furnished no example of realis- 
tic treatment in unifying our trade-mark protection within the 48 states of the 
United States. Perhaps we should first give thought to bringing our domestic 
trade-mark protection into ideal form before we make recommendations for solu- 
tion of the international problems. 

Ultimately, any question of trade-mark protection can be broken down into 
three considerations : 


1. Protection of the trade-mark owner. 
2. Protection of a prospective trade-mark user. 
3. Protection of the public. 


The trade-mark owner has usually had available more facilities for his protec- 
tion than he has employed. The opportunities for registration in the United States 
Patent Office and in the several states have never been used to the fullest extent. 
This is doubtless the result of the fact that the right to use a trade-mark in this 
country has never been conditioned upon registration and that registration has been 
usually a mere incident of trade-mark ownership. 

A further difficulty in full protection for the owner appears in the problem of 
enforcement of a mark, although fortunately the liberal treatment accorded trade- 
mark owners by our courts and the great improvement made in judicial proceedings 
has greatly reduced the seriousness of this problem. Today the owner of a trade- 
mark within the United States has accorded him probably better and effectual 
remedies for the protection of his property than are available for the protection of 
any other kind of property. 

Every trade-mark owner will have his position improved against potential in- 
fringers if registering and recording of all trade-marks is more widely followed. 
He will certainly protect himself against possible encroachment by innocent in- 
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fringers who make diligent but sometimes futile attempts to search trade-mark 
records prior to the adoption of a new trade-mark. 

In the Patent Office we can do a great deal to protect trade-mark owners by 
expanding our records to include not only the marks registered under the federal 
laws, but all trade-marks presently in use. The law makes no provision for such 
recording. Certainly, however, under the powers of the Patent Office, the main- 
tenance of such a record can be fully justified as a necessary incident to the per- 
formance of our statutory duties. 

Great difficulties confront us when we consider how a comprehensive trade- 
mark register can be established. Presently, we have no funds or space for under- 
taking that great problem. Were the space and funds available, how could we get 
into our records more than a fraction of what is now in use in trade throughout this 
country? There are very extensive private collections, but except by purchase, it 
would probably be impossible to acquire a copy of these. Were we to begin an in- 
dependent compilation of these marks, the labor and expense would be prohibitive. 
Doubtless many trade associations with their own compilations would be happy to 
furnish these as the nucleus of a new register, but that would meet only the least 
critical phase of the problem, as the availability of those trade association registers, 
at least in those trades which maintain them, in large part met the need for such files. 

We could hardly expect to receive all of the trade-marks by mere invitation to 
record them, and even less were a recording fee of some kind imposed upon the 
recording. We are thus remitted to the necessity of purchasing an existing collec- 
tion if we are ever to establish a comprehensive trade-mark record. 

I have mentioned the desirability of a comprehensive register only with respect 
to its domestic aspects. The need is equally great, if not greater, for a world-wide 
register and the task and difficulty of establishing and maintaining such an index is 
even more forbidding than the domestic problem. 

Thus far, I have mentioned the universal register only as it affects the trade- 
mark owner who may be thereby protected against innocent incursions upon his 
property. More directly affected is the prospective trade-mark user who desires 
to protect himself against a wasteful expenditure in establishing a trade-mark to 
which others have prior and greater claim. Today the prospective trade-mark user 
can go to private indices with some assurance of a fairly comprehensive search. 
He has no public file accessible to carry the search throughout all of the ramifications 
that may occur to him. His need is overwhelming. 

Another great need for trade-mark protection arises from the fact that in the 
United States registration can be sought only after use. In practice this means that 
the prospective trade-mark owner who has exhausted his search and satisfied him- 
self of the availability of a specific mark is unable to secure himself in the owner- 
ship of the mark until he has actually gone into commerce with it. This means that 
he must prepare his merchandise and his labels and get his goods into circulation 
before he can file an application for registration unless he resorts to the dubious 
device of fixing up and making a token shipment. This is a problem that can be met 
only by statute, but some way should be provided for a tentative application for 
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registration that can secure the manufacturer during that difficult period when he 
has no trade-mark rights but is investing heavily in the materials for acquiring them. 

Another need that strikes directly at both the trade-mark owner and the prospec- 
tive trade-mark owner is the need for a clear and definite line of legal decisions as 
to trade-mark questions. At present, trade-mark questions are decided by the 
courts of forty-eight states, the federal courts, and the tribunals of the Patent Office. 
Most charitably it can be said that they are not always in agreement. That the in- 
dividual states must be assured their sovereignty no one will deny. When they 
deal, however, with questions of trade-mark law, they deal with properties that 
extend throughout the nation, and that can be protected only by clear, positive, and 
uniform decisions. Some way must be found to increase the uniformity of those 
decisions, either by the adoption of a uniform state trade-mark law or by an effort 
at restatement of the applicable principles such as has been attempted by the Ameri- 
can Law Institute. Those are proposals beyond the capacity of the Patent Office. 
In the Patent Office we can, ourselves, do a great deal to formulate uniform and 
intelligible rules of decision toward this end. 

We can do one thing more for the prospective trade-mark owner in furthering 
his need for trade-mark protection. We can approach his application with an atti- 
tude of helpfulness and cooperation. Instead of merely rejecting an application that 
lacks compliance with the statute, we can clearly and explicitly point out how the 
obstacles can be overcome and the application advanced with the least difficulty and 
the greatest possible assurance of procuring the desired mark. 

Another difficulty that confronts the prospective trade-mark user is the fact that 
he has no way of determining, except by his own private search, whether a trade- 
mark cited against him is actually alive or has gone into disuse many years before. 
To aid him, we must find some way to eliminate from the register abandoned and 
disused trade-marks. How can that be done? One way would be by the imposition 
of some nominal tax or registration requirement that would require attention 
periodically, say every five years. Under the present law, most of our federal trade- 
mark registrations must be renewed every twenty years. The best secretary and 
the best tickler system often fails as a reminder after so extensive an interval. 
Many a trade-mark is not renewed merely because the registrant is unaware that it 
is expiring. Some time ago in the Patent Office, we made a study to see whether 
we could work out some system of reminder by which we could notify each owner 
of an expiring trade-mark that the time had come to renew the mark. We found 
that, in the space of twenty years, so many trade-mark owners have moved or 
changed their names that it was impossible to work out a practical system of notifica- 
tion. Perhaps the ingenuity of the members of this association can devise the solu- 
tion to this problem. 

Throughout this discussion, I have said little of the public, which is after all, 
the greatest beneficiary of trade-mark protection. All that the public requires is 
that our trade-mark laws work well for trade-mark owners and prospective trade- 
mark owners. If the system is so devised that confusion is avoided by the com- 
petitors, the public will be assured that the trade-mark serves its fundamental pur- 
pose as a means of identifying merchandise in the easiest and most certain manner. 
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The public’s need for trade-mark protection is as great as that of any trader, 
in fact, the earliest trade-marks of which we have record—and last week I was | 
handed a photograph of a series used by bakers in Germany about 1550—were 
used as a voluntary method among a group of related traders who may have been | 
organized into a common guild to identify the merchandise of each, so that if the 
goods were defective, the maker could be readily identified and punished. In those | 
days, the guilds devised and executed their own punishment. Today, the customer 
does it, just as certainly and much more successfully. He still relies on the trade- | 
mark to point to the source of the goods which have distinguished themselves by 
their good qualities, or infrequently, by their bad qualities. 
' 
| 
| 


Conclusion 


































In summary, what I suggest we can do to further the use and increasé the utility 
of trade-marks is to devise a universal file or index of all trade-marks in use. This 
means we must provide some means of locating and recording each mark now in 
use, securing the recording of each new mark that appears, and eliminating from 


| 

, 

consideration the marks that have gone out of use. The scope of the file must be as 
extensive as our trade—world-wide. 





We must devise some way of registering a mark in that critical interval before | 
it goes into use and, while the business in which it is to be used is being set up, some 
form of preemptive registration that will give interim protection. 

We must find some way in which we can eliminate the differences and contra- 
dictions of our many trade-mark decisions so that trade-mark property wi.l carry 
with it the security and assurance that is needed for a property that ventures 
throughout the world. 

I have not spoken of what might be done internationally by agreement between 
countries with respect to eliminating some of the principal hazards to foreign na- 
tionals who are driven from trade in certain markets to the disadvantage of each 
nation involved. That is a project to which we must in years to come devote in- 
creasing study and effort. 

In the Patent Office we can presently do some less ambitious thing. We can 
accept your applications and process them in the recognition that it is our duty, 
not to see how many obstacles we can raise against the registration of the mark, 
but to see how much we can do to simplify and speed up the application to produce 
most quickly and inexpensively the greatest assurance of a good registration. We 
are considering also the publication from time to time of information on the de- 
cisions and rulings upon the shifting principles of trade-mark law and practice in 
order that the owner of a trade-mark may be kept informed of these principles 
which so deeply affect him, and that the prospective owner may be guided by the 
most reliable and recent information at our disposal. 

In all of these efforts we can do little alone. We must look to you not only for 
help in those phases of this problem upon which your greater experience and more 
intimate knowledge are so valuable, but for that support and continuing advocacy 
for reform without which trade-mark protection cannot be improved. 


LL  —— 
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TRADE-MARKS WITH A HERITAGE 
By Abraham S. Greenberg* 


The trade-marks of Radio Corporation of America have a sound heritage, a 
heritage acquired through the happy combination of the twenty-six-year radio 
engineering prestige of RCA and the forty-seven-year musical eminence of Victor, 
supported by the courageous vision and faith of Eldridge R. Johnson, founder of 
the Victor Talking Machine Company, and Brigadier General David Sarnoff, Presi- 
dent of RCA. Over the years, these trade-marks have become one of the Company’s 
most valuable assets, yet the history of their conception and development has never 
been fully recorded. 


Universal Goodwill Created 


The story starts with “His Master’s Voice,” one of the most famous trade- 
marks in advertising annals. This painting of the alert black-and-white fox terrier, 
now familiarly known as “Nipper,” is said to be more widely known than any work 
by Rembrandt or Whistler. Yet few know the painter’s name or how he came to 
use the dog for his model. Nipper’s lifelike pose, typical of his breed, has amused 
people wherever products bearing the trade-mark have been sold. Millions of dol- 
lars have been spent to make the symbol popular and the outlay has been more than 
justified by the returns. It is doubtful if any manufacturer has ever created such 
a backlog of universal goodwill through a trade-mark, as RCA has done through 
ownership and use of the illustration. 

The history of “His Master’s Voice” begins in London, the home of Francis 
Barraud, originator of the painting. Trained as an artist from early youth, Bar- 
raud attained a moderate degree of success in his chosen profession. It was, how- 
ever, by “His Master’s Voice” that he achieved world-wide fame. As a gesture of 
appreciation, Barraud, in his later years, was pensioned by the Gramophone Com- 
pany, Ltd., which had purchased his painting for commercialization. Upon Bar- 
raud’s death on August 29, 1924, Alfred Clark, Managing Director of that com- 
pany, wrote a eulogy to his memory, a circumstance rare in the annals of trade- 
marks. Here are the facts of the origin of “His Master’s Voice” as narrated by 
Mr. Clark in his tribute: 


Mr. Barraud’s brother had a fox terrier, named Nipper, extremely loyal to his 
master, and inclined not to be over-friendly with anyone else. Mr. Francis Bar- 
raud, shortly after his brother’s death, suggested one day that he would like to take 
Nipper for a walk, and to his surprise Nipper immediately attached himself to him. 
They became such fast friends that Mr. Barraud eventually took Nipper to his own 
home, and there he remained throughout his little life. 

At that time Mr. Barraud was the owner of a small phonograph, of the type 
that employed wax cylinder records, and when he played these records he noticed the 
peculiar interest which Nipper took in the sound that came from the trumpet. He 


*RCA Patent Department, New York City. 
From Radio Age, October, 1945 & April, 1946. 
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would prick up his ears immediately the phonograph began to talk, listening in- 
tently until the record had ceased playing. Watching him one day, Mr. Barraud 
conceived the idea of putting Nipper and the phonograph on canvas and giving it the 
title “His Master’s Voice.” 

His first effort, consequently, was a picture in which the old-fashioned cylinder 
phonograph was shown standing in front of Nipper. He took it to a company then 
prominent in the sale of wax cylinder phonographs to see whether they were in- 
terested enough to acquire it. They did not seem at all impressed by the originality 
and beauty of the picture, but asked for time to think it over. Mr. Barraud was 
keenly disappointed, and recounted his non-success to an artist friend, who sug- 
gested that the picture might be brightened up by painting a brass horn in place of 
the black horn which was issued on the phonographs of that period. Mr. Bar- 
raud had never seen a brass horn, and asking his friend where one could be ob- 
tained, he was told that there was a little company in Maiden Lane off the Strand, 
called The Gramophone Company, which might possibly lend him one. 

And so, on a very memorable day in September, 1899, Mr. Barraud came into 
the little office of the then infant Gramophone Company in Maiden Lane, and asked 
for the loan of a brass horn. This somewhat unusual request brought forth ex- 
planations, which resulted in Mr. Barraud showing the manager, Mr. William 
Barry Owen, a photograph of his picture, and in Mr. Owen’s immediate request to 
see the painting itself. The painting, which was then still in the hands of the 
hesitating phonograph company, was eventually refused and returned to Mr. Bar- 
raud, who at once brought it to Mr. Owen, with a suggestion that he could easily 
paint out the phonograph and paint in a gramophone. It took only a short time to 
do this, and the original picture then entered into the possession of The Gramo- 
phone Company. 

This original, which now hangs in a special recess over the fireplace in the oak- 
panelled Board Room of the Company’s Head Office at Hayes, still shows traces in 
relief of the marks of the brush outlining the old wax cylinder phonograph. 

Since then Mr. Barraud has painted a great many copies of the picture, and these 
occupy honored positions in various gramophone centres throughout the world. A 
very fine copy which he recently presented to the Company now hangs at the British 
Empire Exhibition at Wembley. From the moment of the acquisition of the pic- 
ture by The Gramaphone Company, its unique charm became evident. It was in- 
stantly popular. Photogravure copies were made and distributed by thousands, and 
were framed and proudly hung as works of art in the homes of England. 

Our story now shifts to America and to Camden, N. J. One day in 1896 a man 
named Emil Berliner walked into a machine shop in that city to have some repairs 
made on a little gadget that had been placed on the novelty market. It was a hand- 
operated “Gramophone.” The machinist was intrigued with the little contrivance, 
despite its raucous tone and crude reproduction. That machinist was Eldridge R. 
Johnson. He was quick to recognize the improvement—the first basic improve- 
ment—that Berliner had made in Edison’s original development, namely, the flat 
disc record rather than a cylinder. Being a sensitive inventor as well as a keen 
business man, Johnson devised a spring motor that unwound at an even speed and 
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which could be manufactured at a reasonable price. The Berliner-Johnson partner- 
ship of 1898 lasted until 1901 when the Victor Talking Machine Company was 
formed with Mr. Johnson as President. 

Eldridge R. Johnson, founder of the Victor Company, acquired the American 
rights to the Barraud painting in 1901. He had little capital in those days, but he 
had unlimited faith in his talking machine and especially in the trade-mark of the 
listening dog.!_ These were his chief assets and, as the world knows, he made the 

Many versions exist as to how the trade-mark “Victor”? came into being. It 
is probable that the versions are exceeded in number only by the places on the 
Delaware River where Washington is supposed to have crossed. But here is a terse 
account, as told in 1944 by Robert Hathaway who was Johnson’s secretary : 


There was a very fine bicycle, better than the one he owned, being pedaled around 
Camden, called Victor, which he would have liked very much to possess; he liked its 
name, and so when the demand for his talking machines continued to grow he decided to 
name them “Victor.” 


In 1905, Eldridge Johnson had been revolving in his mind the advisability of a 
new name for the cabinet type of talking machine in which no horn or amplifier of 
any kind was exposed. The horn had been turned downward and inclosed in the 
cabinet of the machine. The machine thus became a piece of furniture, and John- 
son was shrewd enough to realize that a new trade-mark was needed for the new 
product. He desired particularly to avoid using the word “gramophone.” In a 
letter sent to his attorney on June 9, 1905, Johnson wrote: 


The word “Victrola” is similar to nothing that I ever heard of and seems to me to have 
a sound suggestive of music, and would in all probability be the best word to use. 


Thus the trade-mark, “Victrola,” was born.? 

A few great artists at first reluctant to make recordings because of early im- 
perfections, were finally induced to record. Enrico Caruso was one of the first. 
He led, others followed. Soon the greatest music in the world interpreted by the 
greatest artists was being imprinted on Victor records. 

From the beginning, Eldridge Johnson wisely spent much for advertising. 
Orders poured in; his plant and company expanded. The bicycle shop of 1898 
became a huge plant of over 80 acres. 

Before long, the familiar ““Nipper” pose appeared in every “Victor” advertise- 
ment, on all promotion material, on every “Victrola” phonograph, on millions of 
records and even on all shipping cases. 


Scene Shifts to New York 


Our story now shifts to New York City, where in 1919, Radio Corporation of 
America was organized to serve the interests of the public and the government and 


1. Trade-Mark Registration Nos. 34,890; 59,550; 88,391; 95,964; 229,068; 195,475. 
most of them. 


2. Trade-Mark Registration Nos. 215,794; 210,122; 36,076; 54,535; 55,443; 369,894. 
3. Trade-Mark Registration Nos. 50,081; 50,082; 195,825. 
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to establish American preeminence in radio. By 1920 the lusty radio infant had 
definite advertising and publicity plans and ideas, with the matter of names, brands 
and trade-marks constantly before the management. 

Twenty-four years ago, in the earliest days of broadcasting, Radio Corporation 
of America pledged that the symbol “RCA” should stand thenceforth for “the high- 
est expression of the advancing art of radio.” In the years that have followed this 
statement, the symbol has been altered slightly in its abstract form, but its meaning 
and the pledge that accompanied its birth have grown in importance with the pas- 
sage of time. 

It would have been difficult in 1922 to foresee how much the Company would 
spend on research and advertising in the following two decades. It would have 
required an even keener vision to prophesy the growth of the Company from its 
humble birth to the outstanding position it occupies today, reaching, as it does, into 
almost every human activity, while reflecting the skill and determination of its 
personnel in producing products that touch the daily lives of millions of people. 

The impact and meaning of the RCA symbol have kept pace with the Com- 
pany’s development. In the minds of those who see it in advertisements, on prod- 
ucts and on counter displays all over the nation, it strikes a favorable response. Be- 
cause of this wide public acceptance, there has grown up around the three letters 
an accumulated warmth and affection which we call “good will.” It would be 
futile to attempt to calculate the intrinsic value of the trade-mark. By some justifi- 
able standards of evaluation such a figure might easily scale into the millions of 
dollars. 


Old files reveal that the three letters (R.C.A.), separated by periods, were used 
in the earliest years of the company. The Annual Report for 1921 carried an 
example of this form. A short time later, the punctuation was omitted, and the 
resulting condensed form remained unaltered until the lightning flash, symbolizing 
electricity, was added to the base of the letter “A.” This change is believed to have 
been suggested by Mr. E. J. Nally, first president of the corporation. 

The first use of the symbol, complete with three letters and the lightning flash, 
was in an advertisement of the Aeriola Grand—(“with stand, $350”). What is 
even more interesting at this time is the fact that the launching of both the mark 
and the product carried the expressed blessings of Senatore Guglielmo Marconi, 
“father of Radio.” 

The RCA trade-mark in its monogram style was registered in the U. S. Patent 
Office, May 1, 1923. Other registrations were granted for its use on different 
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goods.* In addition, numerous registrations of the mark exist in most foreign 
countries. 

One memorable evening in 1921, at the Fifth Avenue home of Dr. Alfred N. 
Goldsmith, at that time Chief Engineer of RCA, were gathered David Sarnoff, 
Dr. Goldsmith and Elmer E. Bucher. Before them was the very “Radio Music 
Box” which David Sarnoff had envisioned in 1916. It was a uni-control broad- 
cast receiver operating with miniature tubes on dry batteries and having a self- 
contained loud speaker. It was the broadcast receiver which had been christened 
“Radiola”® by General Sarnoff as early as April, 1920, at a meeting held in Sche- 
nectady to determine what the instrument was to be like. 

One can picture the mental reactions of David Sarnoff on that evening a quarter 
of a century ago as he listened to the programs originating from the Wanamaker 
store broadcasting station, for early in 1916 he had put his dream on paper in a 
memorandum to E. J. Nally, first president of RCA: 

“T have in mind,” the note said, “a plan of development which would make 
radio a ‘household utility’ in the same sense as the piano or phonograph. The idea 
is to bring music into the house by wireless. . . . The ‘Radio Music Box’ can be 
supplied with amplifying tubes and a loudspeaking telephone, all of which can be 
neatly mounted in one box. The box can be placed on a table in the parlor or living 
room, the switch set accordingly and the transmitted music received. . . . By the 
purchase of a ‘Radio Music Box,’ . . . members of the family could enjoy concerts, 
lectures, music, recitals, etc., which may be going on in the nearest city within their 
radius. . . . Aside from the profit to be derived from this proposition, the possi- 
bilities for advertising for the Company are tremendous; for its name would ulti- 
mately be brought into the household, and wireless would receive national and uni- 
versal attention.” 

The “Radiola” receiver used ‘‘Radiotron” tubes. The same three men, Sarnoff, 
Goldsmith and Bucher, appear to have been responsible for the trade-mark “Radio- 
tron.”® The term was chosen after considering a dozen or more names. It was 
singularly appropriate, for translated it means “Radio Thing.” Truly it was the 
thing or device which made radio possible. 

From that time on, much effort, expense and ingenuity were expended toward 
a single goal, viz., to impress upon the public memory that the alphabetical triad, 
RCA, referred to the Radio Corporation of America and to that firm alone. One 
of the unusual methods adopted to promote the trade-mark was a traveling road 
show which was booked to all parts of the country to spread the message of RCA. 

Approved by General Sarnoff and directed by George Clark, RCA historian, 
the show started out on a run that outdid even the fabulous “Abie’s Irish Rose.” 

For eight years, Clark and his troupe and exhibits ranged the land, eventually cov- 
ering all but eight states. 
The show played to a total audience of over twenty-four millions and the total 


4. Trade-Mark Registration Nos. 253,286; 273,676: 281,281; 310,781; 382,257; 394,165; 
378,399 ; 394,427 ; 394,994; 395,726; 395,753; 402,468; 412,801; 415,080; 417,179. 

5. Trade-Mark Registration No. 152,961. 
6. Trade-Mark Registration No. 150,948. 
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cost of the project, including cost of exhibits, transportation, labor and salaries, 
was over three quarters of a million dollars. The show was given in 146 different 
cities and towns, sometimes returning to the same cities in successive years. Almost 
500 showings were made during the existence of the traveling display. 

Since purpose number one of the show was to link the company’s name with its 
initials, Director Clark or one of his assistants concluded each lecture in each city 
with the statement: ““When you see the letters RCA, or the RCA monogram, that 
means Radio Corporation of America.” 

Persistent hammering of the symbol through these years accomplished one of 
the fastest “trade-mark selling jobs” in the history of merchandising. Two years 
after the adoption of the trade-mark, the Radio Corporation of America, and its 
trade-mark “RCA,” had become so well known that Collier’s Weekly, in an edi- 
torial on October 18, 1924, credited “much of the sound and at the same time mar- 
velous radio progress made in this country . . . to the splendid and untiring efforts 
of the Radio Corporation of America.” 

If clinching proof of the effect of constant attention given to the importance of 
the basic company trade-mark is needed, it was supplied on January 24, 1944, when 
the Court of Customs and Patent Appeals, Washington, D. C., in handing down a 
decision in the case of Radio Corporation of America v. Rayon Corporation of 
America,* ruled as follows: 


It is our opinion that the testimony abundantly establishes that the combination of the 


letters “RCA” is generally understood by the public as meaning Radio Corporation of 
America. 


NINE-STEP TRADE-MARK REVISION PROGRAM PAYS DIVIDENDS 


How Rockwell Mfg. Co., Pittsburgh, Capitalized on Much-Needed Changes 
to Build Good-Will and Prestige 


By Harold E. Green* 


Now is an appropriate time to adopt new trade-marks and trade-names and to 
modernize old ones. Improved pre-war products are coming on the market. New 
products are joining established lines or groups of products. Packages are being 
streamlined. Company policies and objectives are being modernized to meet condi- 
tions that did not exist five years ago. New companies and the acquisition of sub- 
sidiaries by old companies are creating a need for proper identification. 

And as part of all this transition period activity, many companies are revitalizing 
sleeping marks and names, eliminating cats-and-dogs and making closer ties be- 
tween subsidiaries, lines and products. They are finding the process stimulating 
and beneficial, and not as arduous and legally complicated as is often imagined. 


7. Sec. 39, Trade-Mark Reporter (September, 1944). 107,115; also Safeway Stores v. Safe- 
way Opticians, 68 U. S. Patents q. 332. 
* Reprinted with the permission of Printers’ Ink from their issue of May 3, 1946. 
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Why? Because they are observing fundamental trade-mark and trade-name pro- 
cedure and using common sense and logic to achieve their objectives. 

One such company is the recently formed (December 1, 1945) Rockwell Mfg. 
Co., Pittsburgh, which has just completed an outstanding trade-mark and trade- 
name revision program. Not only were its objectives quickly accomplished, but the 
by-products were considerable good-will and prestige, it is reported by William A. 
Marsteller general advertising manager and also vice-president, Edward Valves, 
Inc., East Chicago, who directed much of the revision activity. Rockwell’s identi- 
fication problems were in many respects like those of other companies. 

Last summer, the company—then the Pittsburgh Equitable Meter Co.—was 
faced with an urgent need to link properly its subsidiaries and their products to each 
other and the parent company. Since 1927, when the Pittsburgh Meter Co. and 
the Equitable Meter & Mfg. Co., were merged to form Pemco, nine companies mak- 
ing related types of equipment had been acquired. The group manufactured flow 
control equipment (meters, regulators and valves), wood- and metal-working ma- 
chines, tools, parts and presses for homecraft and industry. 

The problem was: to introduce a new company name, link the subsidiaries and 
their products to each other and the parent organization, make the subsidiaries’ 
customers conscious of the new relationship and protect the good-will and sales 
acceptance that each had established over many years.! Since some of the com- 
panies had been founded in the 1890s and early 1900s, how to do this last named 
task alone was in itself a problem. 


The advertising and sales department decided upon a nine-step approach which, 
although applicable in principle to many types of companies, produced specific 
results. 


(1) All the trade-marks and trade-names of the subsidiaries were assembled 
for inspection and evaluation. 

Each trade-mark was subjected to such questions as: Do we want to keep it? 
Is it valuable? Can it be improved ? 

The yardstick applied recognized that the value of a trade-mark rests largely on 
its application as a convenience, a protection for the manufacturer, a means of fam- 
ily identification and a preserver of good-will. Fundamentally, it must: 

(a) Point out distinctively the origin and ownership of the merchandise to 
which it is attached. 

(b) Be neither close nor similar in sound, appearance or significance to any 
other in use.? 

(c) Be more than descriptive in nature. 

(d) Be easy to pronounce. 

(e) Be brief. 


1. In the consumer field, General Mills, Inc., Minneapolis, has the problem of linking long- 
established products with the parent company. A survey made in 1943 revealed that only two 
out of ten people knew that General Mills was the manufacturer of its grocery products (P. I., 
Jan. 25, 1946, p. 30). As part of a corrective program, a shelf of General Mills’ products appears 
in every ad (P. I., April 12, 1946, p. 33). 

2. The trade-mark law provides that identical or confusingly similar trade-marks shall not be 
registered for merchandise of the same descriptive properties. 
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An important consideration is that a trade-mark is not an advertising device but 
a mark of origin attached to the goods. (This is a distinction that many adver- 
tising and sales people seem to overlook when creating a trade-mark. ) 

The application of the yardstick revealed that a confusing trade-mark situation 
existed. But it was possible to eliminate duplicating marks and discard those hav- 
ing little value. One company, Edward Valves, had started to modernize its trade- 
mark before it was acquired by Rockwell. 


TRADE-MARKS FOR SUBSIDIARIES THAT PREVIOUSLY Hap No TrRADE-MARK 


The majority of subsidiary trade-marks were retained, and the Edward pro- 
gram was fitted easily into the revision scheme. 

Edward Valves provides an interesting illustration of how a transition from an 
old to a new trade-mark is effected. The product reproduced as part of the old 
trade-mark looked generally like the current product, but did not incorporate de- 
sign changes made through the years. Four kinds of simulated valves, none of 
them representing any product, were used successively to lead up to reproduction of 
the current product. 
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(2) The trade-marks of the subsidiaries were examined to ascertain how they 
could be linked to a parent-company trade-mark to be developed. 

Fortunately, all but one of the trade-marks were circular in type. This pro- 
vided a starting point for designing the parent mark. Most trade-marks are the 
result of careful study, research and debate—and the Rockwell mark is no excep- 
tion.* 

(3) Once a tentative design was developed, key people were asked for sug- 
gestions. 

To stimulate interest and make an event of the development of the parent com- 
pany trade-mark, key people associated with the company or doing business with it 
were asked to suggest ways of improving the tentative design. This request was 
passed to executives, artists and personnel of the various advertising and sales de- 
partments, advertising agencies and printers. 

The response was enthusiastic and resultful, indicating that such participation 
can be an important factor in developing a trade-mark. If focuses attention on 
what is being done and produces cooperative constructive, forward-looking atti- 
tudes on the part of those concerned. 

(4) The production men (chief engineers, etc.) were asked to determine if the 
proposed design was mechanically practical. 

It is vitally essential that any trade-mark be considered from the standpoint of 
mechanical reproduction such as forging, casting, embossing and size-reduction. 
Then there are such problems as lettering, angles and product peculiarities to be 
reckoned with. Color inherency must be avoided, as the best type of trade-mark is 
one that can be reproduced either in black and white or color. 

In these respects, a trade-mark represents a compromise with mechanical con- 
siderations. 

(5) A relationship between the proposed parent-company trade-mark and the 
subsidiary companies’ trade-marks was established. 

The Rockwell trade-mark is circular—a wide band on which the word “Rock- 
well” is placed on the upper half. On the lower portion of the band are reproduced 
two olive branches. When used in connection with a subsidiary, the name of the 
subsidiary replaces the olive branches. In addition, the subsidiary mark is joined 
with the Rockwell mark (see illustration above). For subsidiaries that have no 


3. The Standard Oil Company (Indiana) used this same approach recently. A common de- 
sign has been adopted for use by it and the subsidiary companies on service stations, in adver- 
tising and sales-promotion literature and on packages and letterheads (P. I., April 5, page 120). 

International Harvester Co., Chicago, as part of a long-range merchandising program, has 
brought all of its 300,000 parts items under one trade-mark. (P. I., April 19, page 128.) Har- 
vester products have been sold under different trade-marks and the names McCormick, Deering, 
International, IHC, Triple Diamond and others. 

Occasionally a new name or mark is the result of sheer inspiration. The Paramount Picture 
trade-mark originated in this way. The five equal owners of Paramount insisted on a trade- 
mark of their own. The advertising agency was asked one afternoon at four o’clock to have a 
trade-mark ready the next day. The agency executives began fooling with a lead pencil and a 
pad of paper. As the most “paramount” thing they could think of they first drew a home-made 
mountain. It didn’t look high enough, so they added some stars to lift it up. Then they lettered 
the words “Paramount Pictures” through it. A commercial artist was called in and asked to 
see what he could do with the thing over night. The next morning he brought the great Para- 
mount trade-mark, which Mr. Zukor once said was worth $15,000,000. 
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trade-marks, the names replace the olive branches, and the Rockwell mark becomes 
that of the subsidiary. 


Some companies had distinctive lettering (Edward, script; The Delta Mfg. Co., 
block). This was retained even when the company names were substituted for the 
olive branches. 


TIE-IN OF SUBSIDIARY TRADE-MARK WITH THE OVER-ALL MARK 


(6) The legal department was asked to take all necessary steps to insure legal 
registration of the trade-marks and trade-names. 


In any situation the legal department should institute registration and search 
proceedings as soon as possible. Because Rockwell was pressed for time, this came 
as step six. Great care was taken to establish usage, as registration does not confer 
any right not already existing. Trade-marks are based on use, and more particu- 
larly on priority of use. It should be ascertained in advance that the product or 
products can be sold in all 48 states. 

(7) The new trade-marks were introduced by an institutional advertising cam- 
paign. 

To tell the public and the trade about the new trade-marks, Rockwell used in- 
stitutional advertising. Copy was placed in four types of media: 

(a) Financial—Wall St. Journal, Chicago Journal of Commerce. 

(b) Executive—Fortune, Time. 

(c) Export—The American Exporter. 

(d) Business Press—Leading publications in all fields where the various prod- 
ucts are sold, such as woodworking, machinery, power and metal. 
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The object was to inform all people and fields with which the company was 
associated. To organize the Rockwell Mfg. Co., it had been necessary to call in 
all Pittsburgh Equitable Meter Co., stock and issue Rockwell stock; hence the use 
of financial media. The American Exporter was used because one of the sub- 
sidiaries is an export concern. 

The advertising theme was “A New Mark in American Industry,” and copy 
told about the formation of an aggressive corporation having ten successful enter- 
prises with established reputations. 

It is said that advertising and merchandising genius make a trade-mark famous— 
not the trade-mark itself as an identifying device. With this in mind, Rockwell is 
proceeding with a well planned program. 

(8) All advertising and sales promotion efforts of the parent company and its 
subsidiaries were coordinated. 

To insure that the new relationships and marks be presented effectively and 
properly, the parent concern called together all top executives of the subsidiaries 
for a coordination conference. A tie-in policy was formulated and a liaison and 
mutual aid plan was adopted. 

Aside from the use of the trade-marks of the parent and subsidiary companies, 
each has wide latitude in planning and executing its advertising program. This 
arrangement is regarded as the most workable, giving each subsidiary the advantage 
of localized interpretation and application. Each bills itself as so-and-so company, 
‘‘a division of Rockwell Mfg. Co.” 

(9) A well-prepared publicity program capitalized upon the changes. 

It was decided to take full advantage of the change in marks and company 
names,* and a publicity program was worked out accordingly. This included: 


(a) Press parties held simultaneously in New York and Pittsburgh. 
(b) Releases concerning the parent company. 
(c) Releases concerning each subsidiary. 


The trade-mark of the parent company was introduced to reporters, the business 
press and publishers at the press parties. Each person present was provided with a 
background handout concerning the new organization and the subsidiaries. All 
media concerned received releases from time to time. It was found that the legal 
routine made news and offered opportunity to tell and retell the change-over story. 
The coordination meeting was publicized. Special stories of various kinds went to 
different fields. Fortune carried an interesting feature. 

Releases also went to publishers and key people other than editors of the vari- 
ous publications. The idea was not to force placement of the publicity releases but 
to inform these “thought leaders” about the new company. The result was con- 
siderable comment among top management in the various media. Many good con- 
tacts were made. Now such a procedure is an established publicity policy. 


4. The names of some of the subsidiaries were changed: Merco Nordstrom Valve Co. to 
Nordstrom Valve Co.; H. A. Smith Co. to Rockwell Machine Co.; The Edward Valve and 
Mig. Co. to Edward Valves, Inc. Some trade-marks were discontinued. 
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When the company summarized the benefits of the nine-step program, it was 
found that there were many. 

(1) A necessary job was done at an opportune time. 

(2) The entire organization was stimulated to think and act cooperatively in a 
constructive manner. 

(3) Key people representing all parts of the company had a proprietary inter- 
test in the new trade-marks and names because they helped to devise them, and a 
feeling of organization unity was created. 

(4) The identity of the parent organization was established, and the subsi- 
diary companies preserved their identities, good-will and sales acceptance. 

(5) Advertising and sales promotional procedures and programs were re-evalu- 
ated and modernized. 

(6) In all related fields the change-over commanded attention and created con- 
siderable interest. 

Such a revision program is not painful, Mr. Marsteller emphasizes, and the 
effect on advertising and sales promotion is remarkable. 

“Tt forces a company to do many things about sales and advertising that should 
have been done long before,” he says, “‘and the results are beneficial, the costs low. 
Many companies never get around to modernizing their advertising and sales promo- 
tion—and their procedures—even though they spend many, many dollars in modern- 
izing their products.” 


NEW YORK STATE TRADE-MARK DECISIONS BY 
ATTORNEY-GENERAL 


GENERAL Business Law Art. 24; PENAL Law § 2350; TRapE-Marks. 
White oval on red rectangular background without words not entitled to filing as 
a trade-mark. 


April 26, 1946 


HONORABLE THOMAS J. CURRAN 
Secretary of State 
Albany, N. Y. 


Dear Sir: 


Attention of Mr. Christopher D. Henk. 
Your letter of April 19 asks about registration of a trade-mark for use on class 
47, malt extracts. The trade-mark includes no printed words but is merely “a rec- 
tangle of red color and an oval of white color arranged within said rectangle.” You 
ask whether it is your duty to file this trade-mark under provisions of General Busi- 
ness Law article 24. 

The applicant points out that the trade-mark was registered in 1940 with the 
United States Patent Office, and cites Hygienic Products Co. v. Coe, 85 F. 2d 264, 
for its support. On the other hand, Attorney-General Carmody ruled in 1914 that 
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a somewhat more complicated device, of alternate green and brown bands of vary- 
ing widths, should not be registered. 1914 Atty. Gen. 171. 

My opinion is that the 1914 opinion should be applied to the application now in- 
volved. 

It may be that this result as to this particular trade-mark is not consistent with 
some of the results reached under the Federal trade-mark law. However, that law 
purports to be generally inclusive for the filing of all marks by which goods can be 
distinguished (see 15 U.S.C. § 85, first sentence), and the State law is narrower 
with an emphasis upon identifying the maker or vendor of the goods (see General 
Business Law § 360, and Penal Law § 2350). For that purpose some words, real 
or fanciful, usually are found necessary. Unless it has become exceedingly well 
known in its particular merchandising field, by long continued and general use, a 
“blind” mark such as is now involved, or such as was involved in the opinion ren- 
dered by Attorney-General Carmody in 1914, consisting of a very simple design in 
colors unaccompanied by any words, ordinarily will not identify to the public the 
maker or vendor of the goods. As my predecessor said in interpreting this law 
thirty-two years ago: 

















A trade-mark ought to be so distinctive that it would be reasonable to expect an at- 
tempted infringement of it to be readily apparent to the hurried buyer. If these marks be 
registered, and other persons are successful hereafter in using variations of them, every 
shopper will need a color book, for her eye and memory will be quite unequal to the task 
of distinction ; and, what is more, the courts will find time for little else if obliged to adju- 
dicate on every tint of the rainbow. 















Compare, Mishawaka Rubber & Woolen Mfg. Co.v. S. S. Kresge Co., 316 U. S. 
203 (involving a red ball upon footwear, so well known as to have acquired “sec- 
ondary meaning”) ; Radio Corp. of Am. v. Decca Records, 51 F. Supp. 493 (de- 
ciding against the “Red Seal” center on phonograph records, although upon the 
rationalization that it was “functional”) ; In re Security Engineering Co., 113 F. 
2d 494; James Heddons Sons v. Millsite, 128 F. 2d 6, cert. den. 317 U. S. 674; In 
re W. T. Grant Co., 29 F. 2d 877; In re Gotham Silk Hosiery Co., 20 F. 2d 282; 
Victor-American Fuel Co. v. Huerfano Agency Co., 15 F. 2d 578 (reaching results 
similar to the “Red Seal” record case, mostly without reference to whether the re- 
spective color markings were “functional” or arbitrary). 













Yours very truly, 
NATHANIEL L. GOLDSTEIN, 
Attorney-General. 









TRADE-Marks: GEN. Bus. Law Art. 24. 


1. General Business Law Article 24 relative to filing trade-marks is to be read 
as an integrated body of law. 

2. The classification for filing purposes adopted by the Secretary of State in 
1943 appears to be valid and applies to all registrations under the article. 

3. The “Dairy Maid” trade-mark, filed in 1935 for the class of foods and food 
ingredients, precludes filing the same or a closely similar trade-mark for another 
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applicant, even though he has used it equally long and in good faith for candy and 
confectionery, that not being a separate class but merely included within foods and 
food ingredients. 


4. Refusal of the second applicant is not an adjudication upon the substantive 
rights of the parties. 
February 4, 1946 
DEPARTMENT OF STATE, 
Capitol, 
Albany 1, N. Y. 


Gentlemen: 


Attention: Mr. C. D. Henk 


Your inquiry dated January 21 is whether you have acted consistently with Gen- 
eral Business Law article 24 in refusing to register for Brewster-Ideal Chocolate 
Company the trade-mark Dairy Maid for candy and confectionery. Refusal was 
based on the fact that the Western Grocer Company has the trade-mark filed for 
foods and food ingredients. 

For present purposes the most significant provision of the statute is the follow- 
ing sentence, added to § 367-a by L. 1943 c. 439: 


The secretary of state shall establish classes of merchandise for the purpose of all regis- 
trations under this article and shall determine the particular descriptions of goods com- 
prised in each class. 


At about the time that provision became effective your office adopted and promul- 
gated such a classification, which conforms generally to that of the Patent Office of 
the United States under the Act of Congress of May 4, 1906 (34 Stat. 169; 15 U. S. 
Code § 131). Class number 45 is “foods and ingredients of foods.” There is no 
class for candy and confectionery specifically, and no class which includes it except 
45, unless it be the final class, ‘“merchandise not otherwise classified.” 

Inasmuch as Western Grocer Company filed the disputed trade-mark in 1935 
for the entire class now designated as class number 45, which includes candy and 
confectionery, so long as that registration remains effective you are justified in re- 
fusing to file for another applicant in the same class the same trade-mark or one mis- 
leadingly similar to it. 

In so advising you I have not overlooked the fact that “confectionery” is sepa- 
rately mentioned in § 361, which derives from L. 1904 c. 548. Various amendments 
to the body of law of which that was one of the earliest parts, notably L. 1909 c. 
475 and L. 1943 c. 439, have integrated the earlier provisions now found in §§ 360 
and 361 with the later provisions now found in § 367 and elsewhere in the article, 
so that it is now to be read together. See 1943 Atty. Gen. 385. The classes estab- 
lished in 1943 under the amendment of that year apply to “all registrations under 
this article.” Conceivably your office might have made “confectionery” a separate 
class, or all the merchandise named with it in § 361, but inasmuch as that legislative 
classification was adopted before the Patent Office classification, for a much more 
limited and specialized legislative purpose than is now involved, your classification 
appears to be a reasonable exercise of that responsibility. 
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It should be understood that your action and this opinion are not an adjudication 
upon the substantive rights of the parties. See, as to this, Callman, “Unfair Com- 
petition and Trade Marks” (Chicago 1945) Vol. 2, p. 1678. 


Yours very truly, 
NATHANIEL L, GOLDSTEIN, 
Attorney-General. 


INTER-AMERICAN TRADE-MARK BUREAU TO CLOSE 


The Inter-American Trade-Mark Bureau at Havana, Cuba, is closing due to 
the fact that the Protocol on Inter-American Registration of Trade-Marks of 1929 
has been denounced by the United States, Haiti, Honduras, and Peru. 


TRADE SLOGANS 


We publish below trade slogans received and entered in the records of the As- 
sociation in order to place on record the owner’s claim thereto: 
EE BERS OF TRE DPV OMEE oid cepsceesascuacuaseuseed Standard Oil Company of California 
CN CEU sasiisiccicdcrcceiinnekiscdicen abso berhard Faber Pencil Co. 


WANTED 


Until further notice, we will pay the sum of One Dollar ($1.00) for each 
copy of the June, 1941, April, 1942 and the June, 1943 Reporter, delivered 
in condition for binding ; for two copies of the 1940, Index, 50 cents each. 


Copies of the Master Index, vols. I and II and vols. 28-30, any condition. 


Address: 


UNITED STATES TRADE-MARK ASSOCIATION, 
522 FirtH AVENUE, 
New Yorx 18, N. Y. 








THE Unirep States TRADE- MARK ASSOCIATION 


522 Fifth Avenue, New York 18, N. Y. 


OFFICERS OF THE ASSOCIATION 


PRESIDENT 
ARTHUR R. WENDELL....... Rahway, N. J. 
VICE-CHAIRMAN 
DD BON vcticiccsvetel New York, N.Y. 
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FRANK D. WATERMAN, JR..New York, N. Y. 
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WILLIAM G. WERNER........ Cincinnats, Ohio 
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SECRETARY 
HENRY DB. RIG. isis ces. New York, N. Y. 





BOARD OF DIRECTORS 
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V: D: BROMEAN 2 6cgocie cdl National Carbon Co. 
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L. E. Waterman Co. 


MOPRLLE Riess Lehn & Pink Products Corp. 
DONALD BROOKS............. The Texas Co. 
H. B, BSPERADA «...6 6. Sce Bacardi Imports, Inc. 


\RTHUR E. JOHNSTON 
Colgate-Palmolive-Peet Co. 


ER cg Se American Cydnamid Co. 
We Ex: BEAR Oat cccacacioad National Biscuit Co. 
EDW. A. OLDS, JR...... Packer's Tar Soap, Inc. 
Na By PEs ves vidscus Eastman Kodak Co. 
RICHARD S. HAYES. ..i..5.: The Okonile Co. 
KENNETH PERRY......... Johnson & Johnson 


THOMAS R. RUDEL.Rudel Machinery Co., Inc. 
SHERWOOD E. SILLIMAN 
Vick Chemical Co. 
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Maxwell Barus A. C. MacMahon 
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Anthony W. Deller John C. Pemberton 
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Isaac W. Digges Edward S. Rogers 
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Theodore S. Kenyon H. Boardman Spalding 
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